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DETAILED ACTION 

1. Claims 104-112 and 121-126 are pending. Claims 104, 108, 111, 112, 122-126 
have been amended in this communication filed 6/14/07 entered as Response After 
Non-Final Action and Request for Extension of Time. 

2. The IDS file 6/28/07 has been considered and entered. 

3. The claim objections have been overcome by Applicants 1 amendment to the 
claims and are hereby withdrawn. 

4. The 35 USC 112, second paragraph rejections have been overcome by 
Applicants' amendment to the claims and convincing arguments and are hereby 
withdrawn. However, there are still remaining 35 USC 112 second paragraph rejections 
as set forth here below. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 104, 108, 110, 112, 122, and 124 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

.Claim 104 recites "means for allowing The usage of the term "allowing" is 
not a positive recitation in the claim limitation. Claims 1 1 1 and 121 have a similar 
problem. Claim 1 1 1 uses "permitting" and claim 121 uses "allowing". The usage of the 
terms "permitting" and "allowing" in claim limitations are not positive recitations making 
the claim limitation indefinite. 
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Claims 108, 1 10, 1 12, 122, and 124 have an issue with the usage of "adapted to" 
clause(s). Claim scope is not limited by claim language that suggests or makes optional 
but does not require steps to be performed, or by claim language that does not limit a 
claim to a particular structure. However, examples of claim language, although not 
exhaustive, that raises a question to the limiting effect of the language in a claim are: 
(A) "adapted to" or "adapted for" clauses; (B) "wherein" clauses; and (C ) "whereby" 
clauses. MPEP 2111.04. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

8. Claims 104-1 12 and 121-126 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (US 5,666,215) Fredlund et al, hereafter Fredlund in view of (US 
5,153,936) Morris et al, hereafter Morris. 

With respect to claims 104 and 121, Fredlund teaches, an electronic storage facility (col. 
2, lines 28-31 and col. 3, lines 32-36) for providing storage for high resolution digital 
images (col. 3, lines 63-67) of a plurality of unrelated image providers, 
at least some of the high resolution digital images stored in the electronic storage facility 
(col. 4, lines 10-66) being used to develop corresponding low resolution copies, 
each high resolution digital image having a higher bandwidth communication 
requirement than each of the corresponding low resolution copies, 
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the electronic storage facility storing the high resolution digital images of a first one of 
the image providers, 

such that the high resolution digital images of the first image provider can only be 
accessed by an authorized user identified by the first image provider, 
and such that the high resolution digital images of the first image provider are can only 
be accessed by authorized users identified by the first image (col. 6, lines 10-33 and fig. 
2(34 & 38); means for allowing the authorized user to download the low resolution copy 
corresponding to one of the high resolution digital images of the first image provider 
from the electronic storage facility to a first location (col. 6, lines 50-63, col. 8, lines 16- 
27, and fig. 6 (1 12 & 118); and means for electronically routing the high resolution digital 
image to a printer in response to a request from the authorized user (col. 8, lines 45-61). 
Fredlund did not teach, means for notifying an authorized user identified by the first 
image provider that the authorized user has been authorized to download a low 
resolution copy corresponding to one of the high resolution digital image, wherein the 
notifying means transmits at least a portion of a pathname associated with the low 
resolution copy of the authorized user. 

Morris disclosed, means for notifying an authorized user identified by the first image 
provider that the authorized user has been authorized to download a low resolution 
copy corresponding to one of the high resolution digital image, wherein the notifying 
means transmits at least a portion of a pathname associated with the low resolution 
copy of the authorized user(col. 1, lines 63-67 and col. 2, lines 1-4). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
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modify in Fredlund with the teachings of Morris because such a modification would 
allow Fredlund to have a message as an identification of the user and/or identification of 
the digital image to which the third party has been granted access with the images 
including downloading a low resolution copy of the high resolution image with the 
message including an electronic address (URL designation for a World Wide Web site 
on the Internet). 

With respect to claim 105, Fredlund teaches, further comprising image handling means 
for processing the high resolution digital images to develop the corresponding low 
resolution copies (bonus prints) (col. 3, lines 64-67, col. 6, lines 23-29, and col. 8, lines 
45-51). 

With respect to claim 106, Fredlund did not teach, further comprising a mail database, 
the mail database including a conventional address for the authorized user, but it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to have a mail database and to modify in Fredlund because such a modification 
would allow Fredlund to have a place to store the collected mail. A database by 
definition is a collection of data stored on a computer storage medium, such as a disk, 
that can be used for more than one purpose. 

With respect to claim 107, Fredlund and Morris did not teach, further comprising a 
search engine for searching among digital images stored in the storage deyice, but it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have a search engine and to modify in Fredlund because such a 
modification would allow Fredlund to have a computer program that searches through 
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large amounts of text or other data which is well known in the art. 
With respect to claim 108, Fredlund teaches, a storage device (col. 4, lines 34- 36) and 
a transmitter for transmitting at least a portion of a pathname to the first authorized user 
via the Internet (col. 2, lines 28-30 and lines 33-42 and col. 5, lines 20- 31). Fredlund 
and Morris did not teach, a mail server and a router but it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify 
Fredlund to include a mail server and a router to perform the steps of claim 1 08 in view 
of Fredlund's modem and interactive cable TV network and because a mail server 
would allow Fredlund to have the ability to provide mail services to another computer 
(called a client) and to connect to two or more networks. 
This independent claim is rejected for the similar rationale given above for claim 
104. 

With respect to claim 109, Fredlund did not teach, wherein the digital images are input 
to the system by the first image provider via a communication device. 
Morris disclosed, wherein the digital images are input to the system by the first image 
provider via a communication device (col. 3, lines 44-67 and col. 4, lines 1-8). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to have to modify in Fredlund with the teachings of Morris because such a 
modification would allow Fredlund to communications means (such as one or more 
modems or communications cards) and one or more digital processors for loading the 
digital images into the system. 
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With respect to claim 110, Fredlund teaches, an image handler (col. 2, lines 28- 34 and 

lines 42-44) for processing the digital images input by the first image provider, 

the image handler being adapted to develop low resolution images of the digital images 

received from the first image provider and to store both the digital images received from 

the first image provider and the low resolution images thereof in the storage device in 

an addressable fashion for future searching (col. 4, lines 34-36 and lines 46-50). 

With respect to claims 1 1 1 & 126, Fredlund teaches, storing a high resolution and a low 

resolution copy of each of a first plurality of digital images provided by a first image 

provider in an electronically searchable format on a storage device (col. 4, lines 19-21). 

These independent claims are rejected for the similar rationale given above for claim 

108. 

With respect to claim 112, Fredlund teaches, a storage device for storing digital images 
received from a first digital image provider and a second digital image provider (col. 3, 
lines 32-36). Fredlund and Morris did not teach, a job order developer responsive to 
inputs received from the first user for developing a job order which includes at least one 
high resolution copy of a digital image contained in the subset and identified by the first 
user and a user identifier for discriminating between users communicating with system 
to control user access to the digital images stored in the storage device, the user 
identifier limiting access to the digital images provided by the first digital image provider 
to at least one user identified by the first digital image provider, wherein the digital 
images provided by the first digital image provider are transparent to all users except 
users identified by the first digital image provider, but it would have been obvious to one 
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having ordinary skill in the art at the time the invention was made to modify in Fredlund 
because such a modification would allow Fredlund to have a high resolution copy of the 
digital image which can be transmitted by an automatic e-mail notification to the third 
parties which have been granted access rights. 

This independent claim has also rejected for the similar rationale given above for claims 
106-108. 

With respect to claim 122, this independent claim is also rejected for the similar 
rationale given above for claim 112. 

With respect to claim 123, this independent claim is rejected for the similar rationale 
given above for claims 104-112 and 121-122. 

With respect to claim 124, this independent claim is rejected for the similar rationale 
given above for claims 108 and 112. 

With respect to claim 125, this independent claim is rejected for the similar rationale 
given above for claims 104 and 121. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Wheeler et al (US 5,200,993) disclosed a public telephone network with a distributed 
imaging system. 

Inquiries 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741 . 
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The examiner can normally be reached on Monday, Wednesday, and Thursday, 
5:30AM-3:00PM. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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